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Remarks 

Claims 1-23 were pending. Applicants have canceled claims 1-7 and 10-23 without 
prejudice to Applicants' right to pursue their subject matter in the present application and in 
related applications. Applicants have rewritten claim 9 as an independent claim. Applicants 
have amended the title in view of the claim restriction. Applicants have amended the 
specification to incorporate additional sequence identifiers corresponding to the sequences 
presented in the figures and in the sequence listing accompanying this paper. Applicants submit 
that the present amendment introduces no new matter into the application. 

Upon entry of the present amendment, claims 8 and 9 will be pending and presented for 
consideration. 

Restriction requirement 

Applicants affirm the election of Group III, claims 8-11, and have canceled all claims not 
drawn to the elected invention. 

Sequence rules 

Applicants enclose new paper and computer-readable copies of a sequence listing 
amended to include each of the amino acids presented in the figures. Applicants have amended 
the descriptions of the figures in the specification to incorporate appropriate sequence identifiers. 
Applicants submit that the application now fully complies with the sequence rules. 

35 U.S.C. £ 112, first paragraph 

The Office action rejected claim 8 under 35 U.S.C. § 1 12, first paragraph, as allegedly 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventors, at the time the application 
was filed, had possession of the claimed invention; and because the specification, while being 
enabling for SEQ ID NO:2, allegedly does not reasonably provide enablement for an isolated 
polypeptide comprising a fragment of SEQ ID NO:2, wherein the fragment is at least 500 
consecutive amino acids of SEQ ID NO:2. 

Regarding enablement, the Office action alleges that the specification provides no 
guidance regarding which amino acids in the protein's sequence are conserved or a detailed 
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knowledge of the ways in which the proteins' structure relates to its function. The Office action 
specifically alleges that "in this case the disclosure is limited to the nucleotide and encoded 
amino acid sequence of human protein kinase of SEQ ID NO:2" (Office action, p. 8). 

Applicants disagree. The guidance provided by the application is not so limited. 

The application identifies a particular region of the human protein kinase as being highly 
homologous to the kinase domain of other protein kinases. For example, at paragraph [0058] the 
application teaches that "FIGURE 1 shows that the amino acid residues 369-627 in HPK3P23's 
kinase domain has 97.7% sequence identities to smart00219," the catalytic domain of a family of 
tyrosine protein kinases. Paragraphs [0059] to [0061] note the homology between similar 
regions of HPKP23 and the catalytic domains of other protein kinase families. 

Thus, if one of ordinary skill sought to produce an isolated polypeptide comprising at 
least 500 consecutive amino acid residues of SEQ ID NO:2, the application provides clear 
guidance regarding amino acids one might wish to include. At that point, any confirmatory 
testing would be routine and not undue. 

Furthermore, the application "also contemplates immunogenic polypeptide fragments 
suitable for raising anti-HPK3P23 antibodies" (paragraph [0141]). Applicants submit that an 
isolated polypeptide comprising at least 500 consecutive amino acid residues of SEQ ID NO:2 
will presumably by immunogenic and useful and that any required testing of the polypeptide 
would be routine. 

Regarding the written description requirement, the Office action alleges that the 
specification only provides a single representative species and does not disclose any particular 
relationship between structure and function or how to obtain a fragment that retains kinase 
activity. The Office action argued that, lacking a disclosure of additional species, the claimed 
invention was not sufficiently described. 

Applicants disagree. 

As an initial matter, Applicants reiterate, as described above, that the application indeed 
points to a specific region of the protein with homology to kinase catalytic domains. Thus, the 
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application presumably teaches one of ordinary skill in the art how to obtain a fragment that 
retains kinase activity. 

Moreover, Applicants submit that as the subject matter of claim 8 is defined structurally , 
as an isolated polypeptide comprising at least 500 consecutive amino acid residues of SEQ ID 
NO:2. As claim 8 is an original claim and is defined structurally in terms defined by the 
application, Applicants submit that the subject matter of the claim is described by the application 
in terms complying with 35 U.S.C. § 112. See, for example, M.P.E.P. § 2163 (H)(3)(a) ("An 
applicant may show that an invention is complete by disclosure of sufficiently detailed, relevant 
identifying characteristics . . . i.e., complete or partial structure . . . ."; "For some biomolecules, 
examples of identifying characteristics include a sequence . . . ."). Although the present 
application does provide information about the relationships among SEQ ID NO:2 and known 
families of catalytic domains, the correlation between structure and function is not actually 
required for compliance with the written description requirement unless the subject matter is 
claimed by function and not by structure. Here, as the subject matter is claimed structurally by 
reference to a disclosed amino acid sequence, claim 8 fully complies with the written description 
requirement. 

Accordingly, because claim 8 complies with 35 U.S.C. § 1 12, Applicants request that the 
enablement and written description rejections be withdrawn. 

35 U.S.C. $112, second paragraph 

The Office action rejected claim 1 1 under 35 U.S.C. § 1 12, second paragraph. Without 
acquiescing to the rejection, Applicants have canceled claim 1 1 without prejudice to Applicants' 
right to pursue its subject matter in the present application and in related applications. 
Applicants therefore request withdrawal of the rejection. 

Claim objection 

The Office action objected to claim 9 as being dependent upon a rejected base claim. 
Applicants have rewritten claim 9 as an independent claim and request withdrawal of the 
objection. 
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CONCLUSION 

Upon entry of the present amendment, claims 8 and 9 will be pending and presented for 
consideration. Applicants believe the claims to be in condition for allowance and request a 
telephonic interview with the undersigned attorney to address any outstanding issues. 
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